BREXIT: THE FINAL COUNTDOWN?
With Brexit looming, significant uncertainties remain
about whether the UK will be able to agree a deal under
which to leave the EU, and with every passing day, the risk
of delays or a ‘no deal’ Brexit look increasingly likely.
In response to these risks, the UK Government have
released further guidance 1 on its plans to mitigate and
minimise any loss of protection for Intellectual Property
(IP) rights holders in the event of a ‘no deal’ Brexit. These
plans have been incorporated into legislation and draft
legislation that is in the process of becoming law and due
to take effect on the date the UK leaves the EU2.
These latest developments are good news for rights holders, because they re-affirm (even in the event of a ‘no
deal’ Brexit) that the UK Government intends to create equivalent protection for existing EU rights in the UK
following Brexit, to ensure there is no loss of protection when the original EU rights will cease to apply in the UK3,
while also providing greater clarity on how this will be done.
This article provides a summary of the expected changes to IP rights following Brexit, based on this latest guidance,
as well as highlighting the wider questions that rights holders will need to consider, to ensure that their portfolios
remain effective in a post-Brexit landscape.

PRE-BREXIT
Given the uncertainties regarding Brexit, it is worth re-stating that up and until the day the UK leaves the EU, the
current system governing IP rights and law in the EU and UK will continue to apply.
EU rights will continue to have effect in the UK and UK rights can continue to be used to challenge the registration
and validity of certain EU rights, such as trade marks and designs. Earlier UK trade mark rights can also continue
to be used as a basis for seniority claims under later EU trade marks.
EU law will also continue to shape IP law in the UK and the UK will remain under an obligation to implement EU
legislation, such as the recent Trade Mark Regulations 20184. There is even a chance that if Brexit is significantly
delayed, the UK may be required to implement the much-anticipated EU Copyright Directive, which is currently
draft legislation5.
To the extent that any agreement is reached on the UK’s withdrawal from the EU that contains a transitional
period (expected to end 31 December 2020), the current system governing IP rights and law between the EU and
UK will continue to apply until the end of that transitional period.

1

United Kingdom Intellectual Property Office, ‘Guidance: IP and Brexit’ (22 February 2019) <www.gov.uk/government/publications/ip-andbrexit-the-facts/ip-and-brexit>
2 The Intellectual Property (Exhaustion of Rights) (EU Exit) Regulations 2019 (S.I. 2019/265); The Trade Marks (Amendment etc.) (EU Exit)
Regulations 2018 (DRAFT); The Patents (Amendment) (EU Exit) Regulations 2018 (DRAFT); The Intellectual Property (Copyright and Related
Rights) (Amendment) (EU Exit) Regulations 2018 (DRAFT); The Designs and International Trade Mark (Amendment etc.) (EU Exit) Regulations
2019 (DRAFT).
3 United Kingdom Intellectual Property Office (n 1).
4 The Trade Mark Regulations 2018 (S.I. 2018/825).
5 European Commission, ‘Proposal for a Directive of the European Parliament and of the Council on copyright in the Digital Single Market’
((14 September 2016)
<https://ec.europa.eu/digital-single-market/en/news/proposal-directive-european-parliament-and-council-copyright-digital-single-market>

POST-BREXIT
Much of the future relationship between the EU and UK following Brexit has yet to be agreed. Any agreement
reached, before or after the UK leaves the EU, may affect the interaction between IP rights in both jurisdictions.
Absent any agreement, both sides have provided helpful guidance on the changes that will occur following a no
deal Brexit, which provides a useful contingency for a ‘worst-case scenario’. A summary of these changes is set
out below:

REGISTERED TRADE MARKS AND REGISTERED DESIGNS
Following Brexit (and after any transitional period), EU trade mark and design registrations (and International
Registrations designating the EU) will no longer cover the UK6, and any seniority claimed in respect of earlier UK
rights, will cease to apply7. UK trade mark and design registrations (and International Registrations designating
the UK) will remain unaffected.
To ensure EU rights holders do not lose protection, even in the event of no deal, the UK Government intends to
provide EU rights holders with a ‘comparable right’8 in the UK, which mirrors the original EU registration that will:
•

Keep the same priority date (or earlier seniority date) as the original EU right9;

•

Be created automatically on the day the UK leaves the EU10, with ‘minimal administrative burden’ and at
no cost to the right holder11; and

•

Exist as an independent right to the original EU registration, capable of being assigned, licenced, renewed
(subject to payment of the UK renewal fee), enforced and challenged separately to the original EU right12.

The comparable trade mark rights generated following Brexit, will be assigned special registration numbers to
help distinguish them on the register and will consist of the prefix ‘UK009’ followed by the last eight digits of the
original EU trade mark registration number 13. An example of this is set out below:
Last eight digits of EU trade
mark registration number
000058746
002346789

Prefix for comparable UK
trade mark registrations

+
+

UK009
UK009

Comparable UK trade mark
registration number

=
=

UK00900058746
UK00902346789

A ‘comparable right’ will also be generated for International Registrations designating the EU, however these will
exist as a separate national UK registration14 and not as an additional designation under the original International
Registration. This means the ‘comparable right’ would be subject to separate renewal fees and exist
independently from the original International Registration.
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There will also be an option to opt-out of the comparable rights system by making a written request to the UKIPO,
subject to certain restrictions15. It looks likely that it will be possible to opt-out of the system even after Brexit has
occurred16 (subject to the same restrictions), with the result being that the ‘comparable right’ is removed from
the UK Register and deemed never to have been granted17.
Therefore, even in the event of a no deal Brexit, there will be no loss of protection to holders of EU trade mark or
design registration that are currently in force in the UK.

PENDING TRADE MARK APPLICATIONS AND DESIGNS
Following Brexit (and after any transitional period), EU trade mark and design applications (and applications for
International Registrations designating the EU) will no longer cover the UK18 and a UK ‘comparable right’ will not
automatically be generated for these applications19. UK trade mark and design applications (and applications for
International Registrations designating the UK) will remain unaffected.
Owners of EU applications that are pending on the day the UK leaves the EU, will be able to re-file the same trade
mark or design application in the UK within a nine-month period. and keep the same priority date (or seniority
date, if relevant) as the original EU application20. However, this means paying the relevant official fee for the new
UK filing and the application will then be subject to examination and publication in the UK (even if the original EU
application was already examined and published by the EUIPO prior to Brexit)21.
It will also be possible to apply to re-file a pending application for an International Registration designating the EU
in the same manner. However, rights holders should be aware that in doing so, they will obtain an equivalent
national UK application separate from the original International Registration, and the UK right will be subject to
separate renewal fees once registered.
After Brexit, both the UK22 and the EU23 have confirmed that UK applicants will continue to be able to apply for
trade mark and design protection in the EU, and that EU applicants will continue to be able to apply for trade
mark and design protection in the UK. It will also be possible to continue to file an application in one or other
jurisdiction, claiming priority from an earlier mark filed in the other 24.

UNREGISTERED DESIGNS
Unregistered design rights are protected differently in the EU and UK. The UK’s Unregistered Design Right is not
dependant on EU legislation and will therefore continue to exist unaffected by Brexit25.
The EU protects unregistered designs through the ‘Unregistered Community Design’ (‘UCD’) which is a slightly
broader right and provides protection for three years, from the date a design is first made available to the public
in the EU. Following Brexit, UCDs will continue to apply in the remaining 27 EU Members States but will no longer
have any effect in the UK26.
To ensure businesses do not lose protection, the UK Government intends to ensure that all UCD’s existing at the
date the UK leaves the EU, will automatically continue to be protected and enforceable in the UK for the
remainder of their term27.
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Any designs made available to the public in the UK after Brexit, will be protected in the same way as a UCD, under
a new ‘supplementary unregistered design right’ 28 , and may also attract protection from the separate UK
Unregistered Design Right, if it fulfils the necessary criteria.
Therefore, even in the event of a no deal Brexit, there will be no loss of protection for the holders of existing
UCDs, and businesses in the UK will still be able to avail of equivalent protection, through the new ’supplementary
unregistered design right’.

COPYRIGHT AND PATENTS
Copyright and patent protection in the UK will be less affected by Brexit, as this protection does not depend on
EU law to the same extent as trade mark and design law. Key principles, such as that of mutual recognition or
rights between countries, exists on the basis of international treaties, meaning rights arising in the UK will
continue to be recognised and enforceable in the member states of the EU and vice versa29 after Brexit.
In terms of copyright, there are some specific rights and obligations created under EU law, which will be affected
by Brexit. The main changes are set out below, however it is also worth noting that other changes will affect the
obligation to make portable online content available to UK customers travelling in the EU 30 , the process for
obtaining copyright clearance for satellite broadcasting across the EEA31 and collective rights management32.
•

Database rights – following Brexit, any new database rights arising in the UK can only be owned by UK
individuals or businesses 33 . Any database rights that arose prior to Brexit will continue to exist
(irrespective of whether they are held by UK or EEA individuals or businesses) 34, however UK individuals
and businesses will no longer receive protection for existing database rights previously held in the EEA. 35.

•

Orphan Works – EU provisions allowing ‘cultural heritage institutions’ such as libraries and museums to
make orphan works available online across the EEA without permission of the right holder will cease to
apply following Brexit36. Any cultural heritage institutions wanting to continue to make these orphan
works available, will need to do so under the basis of the UK’s orphan works licensing scheme37 .

Patents granted by the European Patent Office will also continue to cover the UK following Brexit38 and the UK
Government intends to incorporate existing EU regulations relating to the granting of Supplementary Protection
Certificates into national UK legislation39. This will ensure that the existing regime for Supplementary Protection
Certificates continues to apply as it has done previously.
The UK Government also intends to remain a member of the unitary patent system and Unified Patent Court
following Brexit40, however it remains to be seen if this is possible, because membership is currently conditional
upon being a member of the EU41.
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DOMAINS
Domain ownership and registration will generally remain unaffected by Brexit as these rights don’t tend to be
conditional upon the nationality of the right holder. The major exception to this is .eu domains.
These domains can only be registered, held and renewed by individuals or businesses who have a registered
office, central administration or principle place of business within the EU, or are otherwise established or reside
in the EU42.
For any UK owner where this is no longer the case following Brexit, their application to register or renew a .eu
domain will be refused43, and the domain may be revoked prior to the next renewal date44. UK individuals and
business will also find it difficult to rely on UK trade mark rights to prevent the registration of an identical or
confusingly similar .eu domain, as these rights will no longer have any effect in the EU, following Brexit45.
Therefore, UK businesses that own .eu domains but will no longer have a principle place of business or be
established in the EU following Brexit, need to strongly consider:
•

assigning these domains to an affiliated company based in the EU, before Brexit, to avoid the risk that
the domain is revoked; or

•

register alternative (non .eu) domains so that their websites can be migrated to the new domain, before
the .eu domain is either revoked or lapses for non-renewal.

ENFORCEMENT OF RIGHTS
While Brexit will not prevent the owners of UK and EU rights from enforcing their rights in the respective
jurisdictions, they will no longer be able to enforce EU rights in the UK or enforce UK rights against EU applications,
after the UK has left the EU.
After Brexit, any opposition, invalidation or infringement proceedings in the EU will need to rely on EU rights (or
national rights from remaining member states) and be filed before EU courts (or the court of a member state
where appropriate). Likewise, any proceedings filed in the UK will need to be on the basis of UK rights before UK
courts. Any decisions in proceedings issued in the EU will no longer automatically apply in the UK, except and
unless the UK specifically legislates for this to be the case46.
Where proceedings have been filed in the EU prior to Brexit and involve UK national rights, these national rights
will no longer have any effect on a decision in those proceedings, if the decision is issued after the date the UK
withdraws from the EU47. This is because, on the date the decision is issued, the UK national rights will no longer
have any effect in the EU and so cannot be a valid basis to support the proceedings48. However, where a decision
was issued prior to Brexit and has been appealed (and the appeal is ongoing after Brexit), any UK rights that form
part of those proceedings will continue to be taken into consideration, because they were valid at the time the
original decision was taken.
It is unclear if the same position will be true in respect of proceedings filed in the UK prior to Brexit which rely on
EU rights. While further clarification is required from the UK Government, it would seem nonsensical for the
‘comparable rights’ granted to EU rights holders to be ignored in the proceedings, because otherwise this would
undermine much of the purpose and value in granting the comparable rights.
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VALIDITY OF RIGHTS
Following Brexit, UK applicants will still be able to apply for, register and own EU rights (such as trade marks and
designs) as will EU applicants in respect of UK national rights49. These rights will remain subject to any validity or
maintenance criteria applicable in the relevant jurisdiction.
Trade mark registrations in the EU and UK become vulnerable to cancellation for non-use once they are over five
years old and to avoid being cancelled for non-use, it is necessary to demonstrate that genuine use of the mark
has been made in the relevant jurisdiction, in respect of the goods and/or services covered.
Following Brexit, any use of an EU mark made in the UK, cannot be used as evidence that the mark has been used
in the EU, because the UK will no longer be a member of the EU 50. However, the EUIPO has confirmed that
evidence of use of the mark in the UK that pre-dates Brexit, may still be taken into account, provided this falls
within the relevant five-year window in which use must be shown51.
For EU rights holders that obtain a new UK ‘comparable right’, the extent to which evidence of use of the original
EU right (in the UK or EU) can be used to show use of the new UK right remains to be clarified. However, it would
seem sensible that any use prior to Brexit should be taken into account (provided it is within the correct five years
period) and that any use of the mark in the EU following Brexit, will not be taken into account.
Therefore, following Brexit, UK and EU trade mark owners will need to consider whether they are making
sufficient use of their rights in these respective territories to support any registrations they own. If there are
concerns about not marks in the relevant jurisdiction, they will need to consider making greater use of these
marks, or otherwise re-filing them to guard against possible cancellation.

CUSTOMS AND EXHAUSTION OF RIGHTS
Currently the UK is a member of the EU-wide customs system, which allows owners of EU rights to set up a
customs recordal across the entire EU and stop unauthorised third-party shipments of goods bearing their rights
from entering the EU, anywhere across the 28-member states.
Currently, these recordals can be set up and maintained through HMRC in the UK.In the event of a no deal Brexit,
the UK will no longer be a member of this customs system, and while UK owners of EU rights will still be able to
set up and maintain these customs recordals, they will need to do so through a relevant organisation in another
EU member state, and not through HMRC.
Similarly, a no deal Brexit will have a number of implications for the principle of the exhaustion of IP rights.
Normally, the owner of IP rights has certain exclusive rights to use their IP and to prevent others from doing so.
However, once a product bearing their IP has been placed on the market, by them or with their permission, the
owner of the IP rights loses their rights to control the distribution and re-sale of that product, across the territory
of that market52.
Currently, in both the EU and UK, the relevant market is defined as the EEA and the UK government has confirmed
that it intends to continue to observe this boundary immediately following Brexit 53. This will ensure that the
current regime in respect of exhaustion of rights and parallel imports coming into the UK remains unaffected
following Brexit.
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However, if the UK leaves the EU without a deal and is no longer a member of the EEA, products sold in the UK
may no longer be treated in the same way by the EU54. Products put on the market in the UK bearing IP rights
protected in the EU, will not exhaust those EU rights, and entities importing products from the UK into the EU will
need to get the consent of EU rights holders, or else risk infringing those rights.
Where the entity selling/importing the products from the UK to the EU also owns the EU rights, there will be little
issue caused by these changes. However, if the entities are not the same, individuals and businesses need to
ensure they have the permission of the EU rights holder to import and/or sell the products in the EEA, or else risk
infringing these EU rights55.

REPRESENTATION
Currently, legal practitioners based in the UK can represent their clients in IP matters before the relevant bodies
and institutions of the EU. Following Brexit, and in the event of no deal, this position is likely to change significantly.
In the event a deal is agreed, and this includes a transition period (currently expected to last until 31 December
2020), UK representatives will continue to be able to represent their clients in respect of new and existing matters
and proceedings before the IP bodies and institutions of the EU, until at least the end of the transition period and
possibly beyond subject to the nature of the deal56.
In the event of no deal, UK representatives will lose their right to represent their clients in matters or proceedings
before these IP bodies and institutions, on the 29 March 201957. Under existing regulations, rights holders would
have a minimum of two months to appoint a new representative for these matters 58.To mitigate this risk, many
UK firms are exploring the option of maintaining their presence in remaining EEA countries, through affiliated
offices already existing in these countries, or by establishing new offices.
UK nationals may be able to continue to act on behalf of their clients, provided they can show they are: (i) a
qualified legal practitioner in one of the countries in the EEA; (ii) are established in the EEA; and (iii) are entitled
to act as representative for trade mark matters in that EEA country 59.
It may be possible for UK representatives to continue to represent their clients in respect of ongoing proceedings
initiated before Brexit, until these have been completed, however this is yet to be confirmed60.
Finally, in respect of UK matters, the UK Government has confirmed that representatives from the EEA will
continue to be able to act in these cases61 and any new comparable rights that automatically arise in the UK62.

SUMMARY
Clearly, the latest guidance and legislation from the UK Government provides re-assurance that EU rights holders
will not lose protection following Brexit, even in the event of no deal. The fact that comparable or equivalent
rights will be granted in the UK with minimal administrative burden and at minimal cost to the rights holder, is
also another positive step.
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However, there will still be a number of other changes that rights holders will need to consider in the run up to
Brexit, to ensure their portfolios remain effective post-Brexit. Rights holders will need to consider:
•

Whether they need to transfer the ownership of any .eu domains to an affiliated EU based entity, or look
to register an alternative domain, to avoid their .eu website going down after Brexit.

•

Which entity will be the most appropriate to own existing EU rights and any new comparable/equivalent
UK rights, once these come into force. This will have an impact on their ability to use these rights as a
basis for International Registrations and claiming a foreign use filing basis in Canada or the US.

•

Whether there any assignments, licences or security interests that need to be recorded against existing
EU rights or the new comparable/equivalent UK rights, once they come into force.

•

Whether any agreements they have that relate to IP rights in the EU/UK will need to be amended to
reflect any new rights granted in the UK and to avoid possible issues if products are intended to be
imported and distributed from the UK to the EU, following Brexit.

If you would like any further advice on anything mentioned in our article, please do not hesitate to contact us.

